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Office Action Summary 



Application No. 
08/726,093 



Applicant(s) 



Fuchs et al. 



Examiner 



Ardin Marschel 



Group Art Unit 
1634 




X Responsive to communication(s) filed on Jan 29, 1999^ 



This action is FINAL. 

S,„ce m application » * condition tor a.lowance ^"'^TZ'oTST" " " ** " ^ 

,„ accordance with the practice under Ex pane Quayle, 1 935 CD. 1 1 , 453 0.(3. 21 3. 

A leaned S ,. r »rv .f-^-^Sr " 

37 CFR 1 .136(a). 



Disposition of Claims 

X Claim(s) 53-62, and 64-67 



is/are pending in the application. 



Of the above, claim(s) 



X Claim(s) 5& 62 and 64-67 



X Claim(s} .??^7JHH>1. 53, 55, and 56 



X Claim(s) 38, 54, and 57 
Claims 



is/are withdrawn from consideration 

is/are allowed. 
is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



[disapproved, 



Application Papers 

See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

The drawing(s) filed on is/are objected to by the Examiner. 

The proposed drawing correction, filed on . . «s L approved 

The specification is objected to by the Examiner. 

The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 1 9 

: Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a}-(d). 

All ! ; Some* □ None of the CERTIFIED copies of the priority documents have been 
received. 

received in Application No. (Series Code/Serial Number) ■ 

received in this national stage application from the international Bureau (PCT Rule 1 7.2(a)) 

Certified copies not received: . . 

Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

X Notice of References Cited, PTO-892 

■ information Disclosure Statements), PTO-1449, Paper No(s), 

Interview Summary, PTO-413 

Notice of Draftsperson's Patent Drawing Review, PTO-948 
Notice of Informal Patent Application, PTO-152 
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Pursuant to the timely filing of a CONTINUED PROSECUTION 
APPLICATION (CPA), the finality of the previous Office action, 
mailed 10/1/98, has been withdrawn. 

Applicants' arguments, filed 1/29/99, have been fully 
considered but they are not deemed to be persuasive. Rejections 
and/or objections not reiterated from previous office actions are 
hereby withdrawn. The following rejections and/or objections are 
either reiterated or newly applied. They constitute the complete 
set presently being applied to the instant application. 

The following is a quotation of 35 U.S.C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

, ^ a n^Anr. mav not be obtained though the invention is not 

KtentaSiXty shal? not be negatived by the manner rn wn.ch 

the invention was made. 

=f P ^o r m f r ronruSr/ s SLecSr«irr r n wT"fsf c fiin"p 2 

S? ISr, t e? ■ an no, . preclude J^^^^ 

SS " 10 " Thl timJ IS' invention was made, owned by the same 
llllon or sublet to an obligation of assignment to the same 

person . 

This application currently J^^fS^'c . f 103 (a) , 

considering P atentabl1 ^^ °f "ect master of the various 
the examiner P res ^ e ^f a f^ h ftlme any inventions covered 
claims was common! y owned at the time ay contrary _ Applicant 

therein were made absent any bviub point out 

commonly owned at the time a id^i -lii _ _ 

for the examiner to consider the applicability of 35 U.S.C. 
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Serial no. vo,.**,~ 35 
103( c, and potential 3S U.S.C. S lOi «> or «9» P»or 

" S C ' 1 S . 103 !" , 37 39-5!, 53, 55, and 56 are rejected under 35 

Claims 32-i/, - , - L ' i , 

stable over Rose taken in view of 
IT c C § 103(a) as being unpatentable ove 

, (R6 f CN). , taken further in view of Nielsen et 
Chen et al . (Ret • '-"i 

al.lP/N 5,539,082) . 

T his rejection is reiterated and maintained from the 
prCT ious office actions with the added disclosure of Nielsen et 
P 1 a lines 43-57, which recognizes 

al. Nielsen et al . at column 

■r,ni,mive of up to 60 base pairs form 
that dsDNA targets inclusive P 

«c fnr hvbridization assays, 
detectable hybridization complexes for hybrid 
detectau o£ ordinary 

Thus it would have been obv 10 us to someone 
sklU in ^e art to utilize « probes as instantly claimed for 
1 l 3 e tareet len.ths in hybridizat.on assays because Nielsen et 

su99 e ts this ability as useful in such assays thus result., 
In the practice of the instant rnvention when combined with Rose 

^ *i as previously summarized. 
^ C 5, and S, are objected to as bein, dependent 

upo n a rejected base claim, but would be allowable » - 
in independent form includin g all of the limitat.ons of the 
claim and any intervening claims. 

Claims 58-62 and 64-67 are allowed. 

Papers related to this . application may >e ^i-^^Oroup 

ax°ing of 'such papers must con orm w^the^o 1988) %, 56 0 G 61 
the Official Gazette, 1096 OG 30 IN 28 1993) (See 37 

(November 16, 1993) , and 115 OG 94 I ±& (703) 305-3014 

CFR § 1.6(d)). The CM1 Fax Lenue 
or (703) 308-4242. 
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Anv inquiry concerning this communication or earlier 
• l aH n n , fmm the examiner should be directed to 
T^Tn MarscSSl ph D < whose telephone number is (703) 308-3894 
Tne examiner c^ normally be reached on Monday-Friday from 8 A.M 

to 4 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful P tne examiner's supervisor, W. Gary Jones, can be 
reached on (703) 308-1152. 

Any inquiry of a general nature or relating to the status 
this application should be directed to the Chemica ^Matrix 
receptionist whose telephone number is (703) 308-0196. 
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April 26, 1999 



ARDIN H. MARSCHEL 
PRIMARY EXAMINER 



